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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-8, 11-15, 17, 18, and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by PCT WO 00/20185. 

Regarding claims 17, 18, and 20, PCT WO '185 suggested that it was known at 
the time the invention was made to manufacture a an article which included a surface 
and a lithophane type work visible through the surface having a thickness adjusted as a 
function of opacity of material from which the surface is made and a color of the 
material, see page 4, lines 10-25 for instance. The reference taught that the lithophane 
work was sculpted within the surface as the surface was machined as described. PCT 
'185 suggested the article was selected from the group consisting of eatable items; see 
page 5, lines 13-24, page 6, lines 30-32. 

Regarding claims 1-8 and 11, the reference to PCT '185 suggested that one 
skilled in the art would have selected an image and converted the selected 2-D image 
into a 3-D representation and extrapolated a thickness and depth of the 3-D 
representation based on opacity and color of material into which the lithophane work is 
to be produced, see page 1 , line 32-page 2, line 33. the reference to PCT '185 
suggested that the 2-D image was a photograph and the reference taught that one 
skilled in the art would have scanned the same to read a binary representation of the 
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selected 2-D image, see page 10, lines 1-10. The reference suggested that one skilled 
in the art would have the processor analyzed the data corresponding to the image to 
determine the relative intensity (i.e. the relative darkness or lightness at different points 
or pixels of the image, see page 10, lines 12-15. the reference suggested that the 
intensity values may be stored in memory and may be that these values can be 
processed to normalize the same or vary these as a function of the materials which are 
going to be milled to produce the lithophane. Additionally, it was possible to use the 
processor to enlarge or reduce the image or to edit the image for example by deleting 
parts of the image or combining images, see page 2, lines 19-33. The reference thus 
taught that software (CAD or computer aided milling software) was used to alter the 
values as needed to provide the 3-D image to be reproduced, see page 10, lines 12-17. 
The reference additionally clearly suggested that one skilled in the art would have 
adjusted the shape and contrast of the selected 2-D image to receive the desired shape 
and to achieve the desired level of contrast between dark and light spots on a grayscale 
of the 2-D image (see claim 5). The reference to PCT '185 suggested that the substrate 
was milled to form the finished assembly from materials which included plastics, see 
claim 6. Regarding claim 7, note that the reference suggested that stored data would 
have been useful for generation of the 3-D image which was to be reproduced, see 
column 2, lines 19-33, page 10, lines 1-10. regarding claim 8, the reference suggested 
that those skilled in the art would have adjusted the image is needed in terms of size 
(enlarge or reduce) for example, see page 2, lines 31 -33. regarding claim 1 1 , note that 
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the reference suggested that one create a transportable file which included the 
information of the 2-D image for creation of the 3-D therefrom, see page 1 0, lines 1 -1 0. 

Regarding claims 12-15, as discussed above regarding claims 1-8 and 11, the 
reference to PCT '185 suggested the process wherein a computer processor was used 
to execute software which was designed to pick a 2-D image and convert the 2-D image 
into a 3-D image with the analysis of the color or opacity data from the image to identify 
a thickness of the material as a value of the same in the finished 3-D image and to then 
select a specific thickness for the lithophane as a function of the material (color and 
opacity of the material) on which the lithophane is to be manufactured. Such clearly 
included the use of grayscale in the processing operation of the software, additionally, 
the reference suggested that those skilled in the art would have generated the 
lithophane via a milling and/or machining operation (sculpting) as defined in claim 14. 
with respect to claim 15, note that the software clearly included changing images as well 
as altering the sizes of the images to be reproduced. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
PCT WO 00/201 85 in view of EP 91 8268 and UK 237691 5. 
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PCT '185 is discussed in detail above. The reference taught the overall process, 
apparatus and method for manufacturing the lithophane. The reference did not 
expressly state that the color was used in the collection of data for conversion of the 2-D 
image into a 3-D image with appropriate thickness information for the image. The 
reference to PCT '185 additionally only suggested that one skilled in the art would have 
provided a machining or milling operation for manufacture of the lithophane and not the 
use of printing to form the 3-D lithophane. 

EP '268 additionally suggested that those skilled in the art would have scanned 
in information for the 2-D image which included brightness, color, contours or contrast 
differences and used this information to determine the proper thicknesses of the various 
portions of the image in the 3-D image, see paragraphs [0007], [0009] and [001 1]. Note 
that the processing in accordance with EP '268 is similar to that of PCT '185. The 
combination failed to teach that the 3-D lithophane was produced using a printing 
operation. 

UK '915 suggested a process and system as well as the lithophane produced 
with the same. The reference to UK '915 emphasized that those skilled in the art would 
have manufactured the same by either milling and/or machining an transparent 
substrate or printed using a 3-D printing operation to form the lithophane. As it would 
have been an art recognized equivalent for forming the lithophane, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to employ a 
printing operation instead of machining to form the lithophane as suggested by UK '915 
wherein the information from the 2-D image which was used to generate the 3-D 
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lithophane included not only lightness but also color, contrast as well as contour as 
suggested by EP '268 in the system, process and lithophane manufactured in 
accordance with the techniques of PCT '185. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Jeff H. Aftergut/ whose telephone number is 571-272- 
1212. The examiner can normally be reached on Monday-Friday 7:30-4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeff H. Aftergut/ 
Primary Examiner 
Art Unit 1791 

J HA 
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